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Bef ore Qui nn, Chaprman and Wendel, Admi nistrative Trademark
Judges.

Opi ni on by Quinn, Admnistrative Trademark Judge:

Appl i cations have been filed by Thonmaston MIIs, Inc.
to register the marks THOVASTON M LLS BED- | N- A- BAG,
THOVASTON BED- | N- A-BAG and THOVASTON M LLS BED I N A BAG
(“BED-I N-A-BAG’ or “BED IN A BAG disclainmed) for “bed
sheets, pillowases, bed ruffles, pillow shans and

conforters.”?!

! Application Serial Nos. 75/419, 344, 75/419,512 and 75/ 419, 515,
respectively, filed January 16, 1998, alleging a bona fide
intention to use the mark in conmerce.
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The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Trademark Act on the
ground of Iikelihood of confusion with the foll ow ng four
previously issued registrations, all owned by the sane

regi strant:

for “bedding, namely, conforters, bed skirts, pillowsharns,
sheets and pill owases;”? BED-| N-A-BAG for “bedding, nanely,

conforters, bed skirts, shams, sheets and pill owcases;”?

for “beddi ng products, nanely, conforters, bed skirts,

2 Regi stration No. 1,964,833, issued April 2, 1996 on the
Principal Register. The words “Bed In A Bag,” “Sheet Set,”
“Conforter,” “Bed Skirt” and “Pillowshan(s)” are disclained apart
fromthe mark

® Registration No. 2,003,752, issued Septenber 24, 1996 on the
Suppl enent al Regi ster.
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shams, sheets and pill owcases;”* and BED | N A BAG for
“beddi ng products, nanmely, sheets, pillowases, conforters,
pi |l ow shams and bedskirts, not actual beds.”®

When the refusals were nmade final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs. An oral
heari ng was not requested. Because of the essentially
identical issues involved in these appeals, the Board shal
deci de themin one opinion.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E. |. du Pont de Nenoburs & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion anal ysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

In the present case, there is no dispute regarding the
simlarity between registrant’s and applicant’s goods.

| ndeed, the goods are legally identical.

* Regi stration No. 2,021,550, issued Decenber 10, 1996 on the
Princi pal Register. The words “Bed In A Bag” are disclained
apart fromthe mark. The stippling is a feature of the mark and
is not intended to indicate color.

® Registration No. 2,113,088, issued Novenber 11, 1997 on the
Suppl enent al Regi ster.
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The issue of |ikelihood of confusion clearly turns,
therefore, on a conparison of the involved marks. In view
of the treatnent of the words “Bed In A Bag” in all of the
cited registrations (that is, the words are the subject of
ei ther a Supplenental Register registration or a
di sclainmer), the words woul d appear to be highly
descriptive of the goods involved in this appeal. Because
of the highly descriptive nature of the words “Bed In A
Bag” (or “Bed-In-A-Bag”), we do not believe that
applicant’s mark, which includes applicant’s trade nanme, so
resenbles any of the cited marks as to be |ikely, even when
the marks are used in connection with the sanme goods, to
cause confusion

We nust conpare the marks in their entireties,
including the addition of the trade nane in applicant’s
mar k. The presence of a trade nanme or a house mark may or
may not elimnate a |ikelihood of confusion between the
entire marks of the parties. See: 3 J.T. MCarthy,
McCarthy on Trademarks and Unfair Conpetition, §23:43 (4"
ed. 2000). In the instant ex parte case, the presence of
“THOVASTON M LLS” or “THOVASTON' in applicant’s marks
alleviates the likelihood of confusion with registrant’s
marks. We find the case of Inre S. D. Fabrics, Inc., 223

USPQ 54 (TTAB 1984), to be applicable to the present case.
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In that case, the Board stated the following (at pp. 55-
56) :

Al t hough it has often been said that

the addition of a trade nanme, house

mark, or surnane to one of two

ot herwi se confusingly simlar narks

w Il not generally serve to avoid a

i kel i hood of confusion between them

exceptions to this general rule are

made (1) when there are recogni zabl e

di fferences between the assertedly

conflicting product marks, or (2) when

the all eged product nmarks are highly

suggestive or nerely descriptive or

pl ay upon comonly used or registered

terns. [citations omtted]
See also: In re Bed & Breakfast Registry, 791 F.2d 157,
229 USPQ 818 (Fed. Cir. 1986); Rockwood Chocol ate Co. v.
Hof f man Candy Co., 372 F.2d 552, 152 USPQ 599 (CCPA 1967);
and In re Merchandi sing Motivation, Inc., 184 USPQ 364
(TTAB 1974).

I n our opinion, the present case falls within the
second category of exceptions to the general rule. Two of
the cited registrations issued on the Suppl enental Register
and, in the other two Principal Register registrations (as
well as in the involved application), the words “Bed In A
Bag” were disclained. This treatnent of the words clearly
shows the highly descriptive nature thereof when applied to

beddi ng products. Accordingly, we conclude that the

addition of the trade nane “THOVASTON M LLS' or “THOVASTON'
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to “BED IN A BAG' (or “BED-IN-A-BAG’') in applicant’s marks
is sufficient to avoid likelihood of confusion. Although
we note the Exam ning Attorney’s attenpt to distinguish the

S. D. Fabrics case, supra, fromthe present one, we share

applicant’s view that the situations are quite simlar, and
that the prior case portends the sane result here.
Decision: The refusals to register in all three

applications are reversed.

T. J. Quinn

B. A Chapnman

H R Wendel

Admi nistrative TrademarKk
Judges, Trademark Tri al
and Appeal Board
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